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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 23 is rejected because the claimed invention is directed to non-statutory 
subject matter. The computer program claimed is merely a set of instructions per se. 
Since the computer program is merely a set of instructions not embodied on a computer 
readable medium to realize the computer program functionality, the claimed subject 
matter is not statutory. See MPEP § 2106 IV.B.1. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claim 12, 13, 15, 17, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toyoda U.S. Patent 6,094,277, and in further view of Killcommons et 
al. U.S. Patent 6,424,996 and applicant's admitted prior art. 

Referring to claim 12, Toyoda discloses a communication method comprising: 
and inputting step, of inputting image data representing an image (col. 3, lines 55-56); 
transmitting step of transmitting an electronic mail to which the image data inputted by 
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said input means is attached (col. 3, lines 33-36); a receiving step of receiving an 
electronic mail for notifying an error (col. 4, lines 42-47); an analyzing step of analyzing 
the electronic mail for notifying the error received in said receiving step (col. 4, lines 45- 
48). Toyoda does not disclose expressly converting the image into a smaller capacity. 
Killcommons et al. disclose a converting step of converting a capacity of the image data 
inputted by said input means into a srnaller capacity (col. 9, lines 50-67), and a 
controlling step of automatically carrying out a controlling operation so as to retransmit 
the electronic mail to which the image data with the size thereof converted in said 
converting step (col. 9, lines 50-67). A user is able to manually compress the email and 
manually resend the email. Toyoda and Killcommons et al. are combinable because 
they are from the same field of electronic messaging of image data. At the time of the 
invention, it would have been obvious to one of ordinary skill in the art to compress 
image data in an email in the system of Toyoda. The motivation for doing so would 
have been to reduce the size of the email being sent. Further, it is common to 
compress image files because they require greater memory space than text files. 
Toyoda and Killcommons et al. do not disclose expressly an error that the transmitted 
email is too large. The applicant's admitted prior art discloses an error indicating that an 
email is too large (page 1 , paragraph 8). At the time of the invention, it would have 
been obvious to retransmit an email after receiving an error indicating the email is too 
large. The motivation for doing so would have been to send an email of an acceptable 
size to a recipient. Therefore, it would have been obvious to combine Killcommons et 
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al. and the applicant's admitted prior art with Toyoda to obtain the invention as in claim 
12. 

Referring to claim 13, Killcommons et al. disclose wherein said converting step 
comprises converting the capacity of image data specified by the electronic mail 
analyzed in said analyzing step (col. 9. lines 50-67). 

Referring to claim 15, Killcommons et al. disclose wherein said converting step 
comprises reducing the capacity by reducing a size of an image represented by the 
image data inputted in said input step (col. 9, lines 50-67). 

Referring to claim 17, Killcommons et al. disclose wherein said converting means 
comprises reducing the capacity by raising a compression rate of the image data 
inputted in said input step (col. 9, lines 50-67). 

Referring to claim 22, Killcommons et al. disclose wherein: said controlling step 
comprises repeating the conversion in said converting step and the retransmission in 
said transmitting step every time an electronic mail for notifying an error is received in 
said receiving step (col. 9, lines 50-67). A user is able to manually compress the email 
and manually resend the email. 

4. Claims 14 and 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Toyoda U.S. Patent 6,094,277, Killcommons et al. U.S. Patent 6,424,996, and the 
applicants admitted prior art as applied to claim 12 above, and further in view of 
Kodaira et al. U.S. Patent 6,868,183. 
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Referring to claim 14. Killcommons et al. disclose converting an image into 
smaller data but do not disclose expressly lowering a resolution of an image. Kodaira et 
al. disclose wherein said converting means reduces the capacity by lowering a 
resolution of an image represented by the image data inputted by said input means (col, 
24, lines 31-44). Toyoda and Kodaira are combinable because they are from the same 
field of image data processing. At the time of the invention, it would have been obvious 
to one of ordinary skill in the art to lower the resolution of an image in the system of 
Toyoda. The motivation for doing so would have been to reduce the size of the image 
file. Further, the commonly used image compression format JPEG compresses image 
data by lowering the resolution of an image. Therefore, it would have been obvious to 
combine Kodaira et al. with Toyoda, Killcommons et al., and the applicant's admitted 
prior to obtain the invention as in claim 14. 

Referring to claim 19, Kodaira et al. disclose wherein said converting means 
reduces the capacity by converting the image data which is multivalued image data, 
inputted by said input means, into binary image data (col. 24, lines 31-44). 

Referring to claim 20, Kodaira et al. disclose setting means for setting for said 
converting means one of a plurality of conversion methods to be used; and wherein said 
converting means converts the capacity by the conversion method set by said setting 
means (col. 24, lines 31-44). 

Referring to claim 21, Kodaira et al. disclose a communication apparatus 
according to claim 1, wherein said converting means converts the capacity by using a 
combination of a plurality of converting methods (col. 24, lines 31-44). 
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5. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Toyoda 
U.S. Patent 6,094,277, Killcommons et al. U.S. Patent 6,424,996, and the applicanfs 
admitted prior art as applied to claim12 above, and further in view of Kaneya J. P. Patent 
41 11 9621 8A. 

Referring to claim 16, Killcommons et al. disclose reducing the data size of an 
image by compressing the data but do not disclose dividing the data into pieces. 
Kaneya discloses wherein said converting means reduces the capacity per electronic 
mail by dividing the image data inputted by said input means into a plurality of pieces. 
(English translated abstract). Toyoda and Kaneya are combinable because they are 
from the same field of transmitting image data over electronic messaging. At the time of 
the invention, it would have been obvious to one of ordinary skill in the art to divide an 
image into pieces in the system of Toyoda. The motivation for doing so would have 
been to reduce the size of a file and allow the file to be transmitted using email. 
Further, the dividing a file into separate pieces is common for reducing the time needed 
to transmit a file over the internet. Therefore, it would have been obvious to combine 
Kaneya with Toyoda, Killcommons et al., and the applicant's admitted prior to obtain the 
invention as in claim 16. 

6. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Toyoda 
U.S. Patent 6,094,277, Killcommons et al. U.S. Patent 6,424,996, and the applicant's 
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admitted prior as applied to claim 12 above, and further in view of Fukasawa U.S. 
Patent 6,243.174. 

Referring to claim 18, Killcommons et al. disclose reducing the data size of an 
image by compressing the data but do not disclose converting color image data into 
black and white image data. Fukasawa discloses wherein said converting means 
reduces the capacity by converting the image data which is color image data, inputted 
by said input means, into black-and-white image data (col. 5, lines 47-55). Toyoda and 
Fukasawa are combinable because they are from the same field of facsimile devices. 
At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to convert color data into black and white data for the system of Toyoda. The 
motivation for doing so would have been to reduce the size of an image. Further, grey 
scale is a common feature of facsimile devices that is used to reduce the cost of printing 
by not utilizing color ink. Therefore, it would have been obvious to combine Fukasawa 
with Toyoda, Killcommons et al., and the applicants admitted prior to obtain the 
invention as in claim 18. 



Allowable Subject Matter 

7. Claims 1-11 allowed. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter K. Huntsinger whose telephone number is 
(571)272-7435. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner^s 
supervisor, Kimberly Williams can be reached on (571)272-7471. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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